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COMBINED DECLARATION AND ^0*^ ^ „%*™";1^EN?AI. 

As a below named inventor, I hereby declare that: 

My residence, post office address and citizenship are as stated below next to my name, 
patent is sought on the invention entitled: 

HYBRID MOLECULES AND THEIR USE FOR OPTICALLY DETECTING CHANGES IN 

rPT T .UT.AR MT^P^P^JV^^^^NMENTS 

the specification of which 

a. [ ] is attached hereto 

b. IX] was filed on Fehnirary 13. 1998 as application Sen^ No. 09/02^946 
^ and was amended on ('f applicable). 

per FILED APPLICATION ENTERING NATIONAL STAGE 

c. tl was described and claimed in International Application No filed on 

and as amended 

on - (if any). 

I hereby state that I have reviewed and understand the .contents of the above-identified specification. 
Ldid^gle claims, as amended by any amendment referred to above. 

1 acknowledge the duty to disclose mfom^Uon which is materia to the examination of this application in 
accordance with Title 37. Code of Federal Regulations. § 1.56(a). 

I hereby specify the following as the correspondence address to which all communications about this 
application are to be directed: 

SEND CORRE3PONDENCETO.. M^iT'"""- 
New York, N.Y. 10154 

DIRECT TELEPHONE CALLS TO: KENNEmH^SOi^ 

(212) 758-4800 

, , . .„eby c,a,„ fo«,g. pnori.y beaefi-s -"^ ™= ''^"^-^^H It, V^UtoJ 
^. , 5i(b) of any fore.g. .pp.« f ,^^1" 'co"« S^^- " " '■^'^ ^'^ 
PCT inunaliooal appl,caaon(s) des.gMmg 'X°"„^" YnveBMr-s c=rtifi»» or such PCT 

months before that of the application on which pnonty is claimed. 
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[XI The attached 35 U.S.C. § 119 claim for priority for the application(s) listed below forms a part 
of this declaratioa. 



Application 
Countrv/PCT Number 



per 



prT/TTS98/02774 



Date of filing 
(Hay, month, vr) 

n February 1998 



Date of issue 
rda y- month, vr) 



Priority 
Claimed 

[\^ YES [ 1 NO 
\ 1 YES f 1 NO 



[ 1 YES r 1 NO 



[XI I hereby claim the benefit under 35 U.S.C. § 1 19(e) of any U.S. provisional applicatxon(s) 
listed below. 
Pr>.»;c;^«<.l Application No. 



fin/0^8.179 



fiQ/036.805 



Date of filinp ^dav. m onth, vr 

1-^ Fphniarv 1997 

14 Fphniarv 1997 



US/PCT Application Serial No. 



Filing Date, Sutus (patented, pending, 

abandoned)/U.S. application no. assigned 
(For PCT) 



US/PCT Application Serial No. 



Filing Date, Status (patented, pending, 

abandoned)/U.S. application no. assigned 
(For PCT) 



application. 

I .ereby declare that all statements made herein of my ^^^Zlt^^^^:^: t!!:::"" 
on mformation and belief are believed to be i^t'^^^^^^Vrfpl^airb^ fine or Imprisonment, or 

jSp;rdize the validity of the application or any patent issued thereon. 
I .ereby appomt the following aUomeys and,or 

prosecute this application, to receive the patent, ^T^^f ^ VassU (Reg- No. 19,098). Alfred P. 

Office connected JJ:^j7c (Reg^'^^ C Marcus (Reg. No. 22,390). 

Ewert (Reg. No. ^^.887), David R Pfeffer P-C. (Rj^^o^ 1 ^ !^ ^urt E. Richter (Reg. No. 



3542M.1 
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(Reg. No. 28,483). Mana C. H. Lu. (Reg. No^ 29.323). 5^ j ^,,,3 (r 

MicU. A. Hicc^n. (Reg. No. 33.>99)^M,c ae P. ^-/^'■^^^(^'^^''"^^'■r Mich»l M. 

No. 32,454). ABdrew M. Riddles (Reg. No. " ■f57). Brace "^^^ Fimegan, L.L.P, whos. 
M„n,y (Reg. No. 32,537) "jf ' .'^''^•^'^;|/r„S^ P.nni„/.oo (Reg. No. 

r,gr. p'ls^i.Tup" •w'i:: — — 

Washington, D.C. 20004. 

, , , hereby .ud.o„ze ^ U.S. .«^ys »d,„, age„u „a^ — ™ ~ t ^» u, d,e 

irrp"^^»d^7;s=sr^s;?^5^^ 



of sole or first inventor GFRO MIF.SENBOCK J. — " 

Fi 1,1 imr-— > New York 10003-2116 



Full 
Inventor's 



Citizenship Austrian 



Post Office Address mi P.ct Ifith Street New York 10003-2116 



of second joint inventort if any I^INO Df ANGELIS 



Inventor's signature* — [ d ^UM.y^ l 

Residence ^nn p«t 7l.t Street New York. New York 10021 



¥/f<7 



Citizenship Canadian 



Post Office Address -^^^ Street New York New York 10021 

* Before signing this declaration, each person signing must: 

1. Review the declaration and venfy the correctness of all mfomution therein; and 

2. Review the specification and the claims, including any amendments made to the claims. 

After the declaration is signed, the specification and claims are not to be altered. 
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ADDED PAGE TO COMBINED DECLARATION 
AND POWER OF ATTORNEY FOR SIGNATURE 
RY THIRD AND SUBSEQ tiPMT INVENTORS 



Full name of thiwl joint inventor, if any TAMES E. ROTHMAN. 

' date 




Inventor's signature 

Residence ^ ^^'^ 64th St( 4 V»ric. New York 10021 



Citizenship United Sta tes of America 

Post Office Address ^ P^^t 64th Stn^t New York. New York 10021 . 



Full name of fourth joint inventor, if any _ 

Inventor's signature' - 

Residence 



Citizenship 

Post Office Address _ 



Full name of fifth joint inventor, if any _ 

Inventor's signature" 

Residence 



Citizenship _ 



Post Office Address _ 



Before signing this declaration, each person signing must: 

1. Review die declaration and verify the correctness of all information 
therein; and 

2. Review the specification and the claims, including any amendments made 
to the claims. 

After the declaration is signed, the specification and claims are not to be altered. 



FORM: ADDED-PG.DEC 
Rev. 10/04/94 
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To the inventors): 

The following are cited in or pertinent to the declaration attached to the accompanying application: 
Title 37. Cr>Hft <>f Feder -' P^gnlation. 81.56 
Duty to disclose information material to patentability 

(a) A patent by its very nature is affected with a public mterest. The public interest is best 

good faith m dealmg with the Office, ^^J* J,;"'^'^^!^^!. section The duty to disclose information 

to that mdividual to be matenal to PfnUbih as ^^^^"^^^^.^^^l^,^^^^ consideration, or the 

withdrawn from consideration need not be ^^o™"^ ^ submit information which is 

any claim remaining under consideration m the aPP^'-'lf^^ ^Z lZo^M information known to be 
not material to ^^^^^^^^'l^^^^'^i^T^n S:i^t on ^o^l^ to be material to patentability of 
material to patenUb.hty is the Office in the mamier prescribed by 

intentional misconduct. The Office encourages applicants to carefully examme. 

(1) prior art cited in search reports of a foreign patent office in a counterpart 
application, and 

(2) the closest information over which mdividuals associated with the filing or 
^Isecution of a patent application believe any P^'^^^ ^'^^^^^^^^^ 
sure that any material information contained therem »s disclosed to the Office. 

TWU ^S, TT S Code S 101 

^'"'"'^:l?efililents or discovers any new and usefiil process, machine, manufacture. 0-0^-'-- 
of matter^rally n^w and useful improvement thereof, may obtam a patent therefor, subject to the 
conditions and requirements of this title. 

t;h>> TI S. Code ^ 102 

Conditions for patentability; novelty and loss of right to patent 
A person shall be entitled to a patent unless - 

the United States, or 



the United States, or 

(c) he has abandoned the invention, or 



- 4 - 
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(d) the invention was first patented or caused to be patented, or was the subject of an 
inventor's certificate, by the applicant or his legal representatives or assigns m a foreign countn^ prior to the 
ZTt^e aTpu'tion for patent in this country on an application for patent or inventor's certificate filed 
more than twelve months before the filing of the application in the United States, or 

(e) the invention was described in a patent granted on an application for patent by another 
filed in L United States before the invention thereof by the applicant ^.^^^^^^^^^^ 
application by another who has fulfilled the requiremente of paragraphs (I), (2). and (4) of section 371(0 
this title before the invention thereof by the applicant for patent, or 

(f) he did not himself invent the subject matter sought to be patented, or 

(g) before the applicant's invention thereof the invention was made in this country by another 
who had not abandoned, supprLed. or concealed it. In determining priority of invention there shall be 
wno naa noi aoana ' of conception and reduction to practice of the mvention. but also 

conception by the other . . . 
Title 35. U.S. Code S 103 

Conditions for patentability; non-obvious subject matter 

A patent may not be obtained though the invention is not identically disclosed - "J^ ^/^J 
forth in Zc^TlOl of this title, if the differences between the subject matter sought to be patented and the 
pnt ^ ^n^hlit the subject matter as a whole would have been obvious at the time the -enuon w^ 
Ze^? a^^n having ordinary skill in the art to which said subject matter pertains. Patenubil.ty shall 
not be negatived by the manner in which the invention was made. 

Subject matter developed by another person, which qualifies as prior art only under ^"^'^''^^^^er 
or (g) of of this tiST shall not preclude patentability under this section where the -bj-t r^"er 

L L clamed invention were, at the time the invention was made, owned by the same person or subject to 
an obligation of assignment to the same person. 

Title 35. U «i CnriP. 8 112 fin oart) 

Specification 

The specification shall contoin a written description of the invention, and of the manner and proems 
of makinltd'S^gTin such full, clear, concise and exact terms as to enable any person slal ^ .n^he art 
to ^ it pertains' or with which it is most neariy com^ected. to make and use the same, and shall set 
forth the best mode contemplated by the inventor of carrying out his invention. 

Titl^.3S. U.S. C ode. S 119 

Benefit of earlier filing date in foreign country; right of priority 

An aoDlication for patent for an invention filed in this country by any person who has or whose 

an invention which had been patented or described m a P""^^^. P^^'^'^J^^^J^^^j^^^^^ public use or 

year before the date of the actual filing of the application in this country, or which had been p 
on sale in this country more than one year prior to such filing. 



3S4288.I 
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Titla IS. U.S. Code, g 120 

Benefit or earlier filing date in the United Sutes 

An application for patent for an invention disclosed in the manner provided by the first paragraph 
of section 112 of this title in an application previously filed in the United States, or as provided by section 
363 of this title, which is filed by an inventor or inventors named in the previously filed application shall 
have the same effect, as to such invention, as though filed on the date of the prior application, if filed 
before the patenting or abandonment of or termination of proceedings on the first application or an 
application similarly entitled to the benefit of the filing date of the first application and if it contains or is 
amended to contain a specific reference to the earlier filed application. 

Please read carefully before signing the Declaration atUched to the accompanying Application. 
If you have any questions, please contact Morgan & Finnegan, L.L.P. 



FORM: COMB-DEC. NY 
Rev. 1/22/98 



35438.1 
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ASSIGNMENT OF APPLICATION FOR PATENT 

WHEREAS: 

GERO MIESENBOCK. 101 East 16th Street. New York. New York 10003-2116 

PINO A. DEANGELIS. 300 71st Street. New York. New York 10021 

JAMES E. ROTHMAN. 402 East 64th Street. New York. New York 10021 

(full name(s) and post office address(s) of inventor(s) (including country)) 

(hereinafter referred to as ASSIGNOR(S)), has made a discovery or invention entitled: 

HYBRID MOLECULES AND THEIR USE FOR OPTICALLY DETECTING CHANGES IN 

CELLULAR MICROENVIRONMENTS 

(title of discovery or invention) 

[ ] for which application for Letters Patent of the United States has been executed on even date herewith, 

[X] for which application for Letters Patent of the United States has been filed on February 13. 1998 , 
under Serial No. 09/023.946 . and 

WHEREAS: 

MEMORIAL SLOAN-KETTERING CANCER CENTER - 1275 York Avenue. New York. New York 10021 
(name and address of assignee) 

(hereinafter referred to as ASSIGNEE), is desirous of acquiring the entire interest in, to and under said 
invention and in, to and imder Letters Patent or similar legal protection to be obtained tiierefor in the United 
States and in any and all foreign countries. 

NOW, THEREFORE, TO ALL WHOM IT MAY CONCERN: 

Be it known that in consideration of the payment by ASSIGNEE to ASSIGNOR(S) of the sum of One . 

Dollar ($1.00 ), the receipt of which is hereby acknowledged, and for other good and valuable consideration, 
ASSIGNOR(S) hereby sells, assigns and transfers to ASSIGNEE, its successors, legal representatives and 
assigns, the full and exclu.sive right, title and interest to said discovery or invention in the United States and its 
territorial possessions and in all foreign countries and to all Letters Patent or similar legal protection in the 
United States and its territorial possessions and in any and all foreign countries to be obtained for said invention 
by said application or any continuation, division, renewal, substitute or reissue thereof or any legal equivalent 
thereof in a foreign country for the full term or terms for which the same may be granted. 

I, SAID ASSIGNOR(S), hereby authorize and request the Commissioner of Patents and Trademarks of the 
United States of America and any Official of any country or countries foreign to the United States of America 
whose duty it is to issue Letters Patent on applications as aforesaid, to issue all such Letters Patent for said 
discovery or invention to the ASSIGNEE, as assignee of the entire right, title and interest in, to and under the 
same, for the sole use and behoof of the ASSIGNEE, its successors, legal representatives and assigns, in 
accordance with the terms of this instrument. 



3«4793_l 
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I, SAID, ASSIGNOR(S), hereby covenant that I have full right to convey the entire right, title and interest 
herein sold, assigned, transferred and set over; 

AND I, SAID ASSIGNOR(S) hereby further covenant and agree that the ASSIGNEE, its successors, legal 
representatives, or assigns, may apply for foreign Letters Patent on said discovery or invention and claim the 
benefits of the International Convention, and that I will, at any time, when called upon to do so by the 
ASSIGNEE, its successors, legal representatives, or assigns, communicate to the ASSIGNEE, its successors, 
legal representatives, or assigns, as the case may be, any facts known to me respecting said discovery or 
invention, and execute and deliver any and all lawful papers that may be necessary or desirable to perfect the 
title to the said discovery or invention, the said applications and the said Letters Patent in the ASSIGNEE, its 
successors, legal representatives and assigns, and that if reissues of the said Letters Patent or disclaimers 
relating thereto, or divisions, continuations, or refilings of the said applications, or any thereof, shall hereafter 
be desired by the ASSIGNEE, its successors, legal representatives, or assigns, I will, at any time, when called 
upon to do so by the ASSIGNEE its successors, legal representatives, or assigns, sign all lawful papers, make 
all rightful oaths, execute and deliver all such disclaimers and all divisional, continuation and reissue 
applications so desired, and do all lawful acts requisite for the application for such reissues and the procuring 
thereof and for the filing of such disclaimers and such applications, and generally do everything possible to aid 
the ASSIGNEE, its successors, legal r^resentatives and assigns, to obtain and enforce proper patent protection 
for said mv«ition or discovery in all countries, all without further conq>«isation but at the expense of the 
ASSIGNEE, its successors, legal represoitatives and assigns. 



Assignor's signature: \ d^^y^ (y^-^ L^V^ 

/ ■ First name Middle initial Last name 
Gero Miesenbock 
Citizenship: Austrian . 

IN WITNESS WHEREOF, I have hereunto set my hand and affixed my seal this day of APRIL 

19 98 . 

STATE OF fO^uJ yox-K ) 
COUNTY OF MetJ Vorib 



On this I T^ av of APRIL 19 98 . before me, the undersigned authority, personally appeared 

GERO MIESENBOCK 

to me known and known to me to be the individual who is described in and who executed the foregoing 
Assignment, and who duly acknowledged to me that he executed the same as his ovm voluntary act and deed for 
the uses and purposed therein specified. 




MtsUSSA a HAY 
Notary Public-, State of New York 
No. 31-4936885 
QueAfied »n New Yoik County^ 
Commission Bcpires Ji^ 18. 199^ 
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Assignor's signature:. 



IN WITNESS WHEREOF, I have hereunto set my 
19 98 . 



hand and affixed my seal this day of APRIL 



STATE OF 

ss.: 

COUNTY OF fO^Mj Yor/C) 

On this I 7^ dav of APRIL 19 98 . before me, the undersigned authority, personally appeared 

DINO A. DeANGELIS 

to me known and known to me to be the individual who is described in and who executed the foregoing 
Assignment, and who duly acknowledged to me that he executed the same as his own voluntary act and deed for 
the uses and purposed therein specified. 




Middle initial 
E. 



Last name 
Rothman 



IN WITNESS WHEREOF, I have hereunto set my hand and affixed my seal this J_Z- day of APRIL 

19 98 . 



STATE OF 
COUNTY OF 



On this 1 7 day of APRIL . 19 98 . before me, the undersigned authority, personally appeared 
JAMES E. ROTHMAN 

to me known and known to me to be the individual who is described in and who executed the foregoing 
Assignment, and who duly acknowledged to me that he executed the same as his own voluntary act and deed for 
the uses and purposes therein specified. 



NoUry Public 

FORM: ASSIGN.PAT 
Rev. 10/04/94 

MtL .-.bA H. HAY 
MA-m 1 Notary Public Sta'e of New 
No. 31-4936885 
QuaHfied in New Yoi1< Count- 



uuairtied in New Yoi* Countv,^ 
Ujmmtssion Expires July 18. 



